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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment received on 5/6/2005 is acknowledged and entered. 
Applicant has added new claims 24-30. Currently claims 9-30 are pending for 
examination. 

Response to Arguments 

2. Applicant's arguments filed on 5/6/2005 (see Remarks, pages 6-10) have been 
fully considered but they are not persuasive for following reasons. 

The applicant argues concerning claim 9 that Sekizawa does not disclose 
including a request in the status information sent by agent 10 to mail server 19. The 
examiner respectfully does not agree. A request is an act of asking or sending a 
message for something to be done or given. The status information sent by agent unit 
10 includes message about the abnormal state of the machine (see at least col.5, lines 
32-50) which requires maintenance ending up in providing services and dispatching 
maintenance personneK 

The applicant further argues concerning claim 9 that Sekizawa does not disclose, 
" receiving a message responsive to the communicating the request and communicating 
the message using the image forming device The examiner respectfully disagrees. 
Sekizawa teaches that the integrated monitor unit "20" installed in an agency selling 
printers (col. 19, lines 6-14) communicates to the printer user a warning message about 
the abnormal state of the printer (see at least col.5, lines 32-50). 
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Concerning claim 10, the applicant argues that Sekizawa does not disclose 
accessing a condition associated with an operation of the image forming device from 
the consumable. The examiner respectfully disagrees because Sekizawa does disclose 
accessing a condition associated with an operation of the image forming device from 
the consumable, see at least col. 9, lines 1 2-40, " The integrated monitor unit thus configured 
periodically gets and retains the status information containing remaining amount information of a 
consumable article of the machine to be monitored such as a printer (for example, ink, toner, or an ink 
ribbon) and predicts the statistics of the remaining amount of the consumable article based on a plurality 

of pieces of the retained status information ", and col. 16, line 64-col. 1 7, line 9, 

which discloses receiving status information via a computer of a printing machine as 
regards to a balance amount of different consumables, such as ink, toner, ink-ribbon left 
in the machine. Accessing condition of different variables, that is status information 
separately from different consumables, such as ink, toner, ink-ribbon corresponds to 
accessing a condition associated with an operation of the image forming device from 
the consumable. 

Concerning the applicant's arguments regarding claims 11-15, the examiner 
refers to refers to at least col. 9, lines 1 2-40, " The integrated monitor unit thus configured 
periodically gets and retains the status information containing remaining amount information of a 
consumable article of the machine to be monitored such as a printer (for example, ink, toner, or an ink 
ribbon) and predicts the statistics of the remaining amount of the consumable article based on a plurality 

of pieces of the retained status information and col. 16, line 64-col. 1 7, line 9 

which disclose monitoring and accessing the condition related to the balance amount of 
different consumables, see at least col. 5, lines 32-50, which discloses monitoring and 
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accessing a condition of an abnormal state or fatal error requiring maintenance 
personnel and not related to the status of consumable. Sekizawa discloses monitoring 
and accessing the operating conditions of printers for their life span (see at least col.2, 
lines 43-49). Sekizawa also discloses monitoring and accessing the condition of more 
than one consumable, that is ink, ribbon, and toner. 

Concerning claim 16, the applicant's arguments are not persuasive because the 
status information 01 , which includes the request message as analyzed above, does 
include the printer registration log file and further see at least col. 35, lines 16-27 which 
teaches selecting an unread message from a plurality of messages based upon the 
identity of the printer. 

Regarding claim 17 and its dependencies 18-23 the applicant's arguments are 
not persuasive for the same reasons and analysis as presented above for claims 9-14 
and 16. 

In view of the foregoing the rejection of claims 9-23 is sustainable as anticipated 
by Sekizawa. 

Objection to Specification 

3. The amendment filed on 5/6/2005 is objected to under 35 U.S.C. 132(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: Claim 27, which 
is a dependency of claim 9, and therefore its limitation, that is " wherein the 
communicating the message comprises printing the message upon paper " implies that 
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the message received in response to the communicated request of claim 9 is printed 
upon paper using the image forming device and this subject matter was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Further, if the image forming device is short of ink or toner or in a fatal break- 
down it is unclear how this image forming device can print a message upon the paper. 
Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 27 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 

4 

written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. Claim 27, which is a dependency of claim 9, and therefore its 
limitation, that is " wherein the communicating the message comprises printing the 
message upon paper " implies that the message received in response to the 
communicated request of claim 9 is printed upon paper using the image forming device 
and this subject matter was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
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application was filed, had possession of the claimed invention. Further, if the image 
forming device is short of ink or toner or in a fatal break-down it is unclear how this 
image forming device can print a message upon the paper. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 9-24 and 28-29 are rejected under 35 U.S.C. 102(e) as being anticipated 
Sekizawa (US Patent 6,430,71 1 B1). 

Note: Examiner cites particular columns and line numbers in the references as 
applied to the claims below for the convenience of the applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It 
is respectfully requested that, in preparing responses, the applicant fully consider the 
references in entirety as potentially teaching all or part of the claimed invention, as well 
as the context of the passage as taught by the prior art or disclosed by the examiner. 
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Regarding claims 9 and 17, Sekizawa discloses a marketing method 
comprising: 

accessing a condition associated with an operation of an image forming device 
configured to use a consumable to form a hard image; monitoring the operation of the 
image forming device; communicating a request externally of the image forming device 
using the image forming device and responsive to the monitoring; receiving a message 
responsive to the communicating the request; and communicating the message using 
the image forming device (see at least col. 18, line 45-col.19, line 44 and Fig.1 which 
reads on the recited limitations of claim 1 . The monitor system of Fig.1 displays 
printers (p1 ....pn), which correspond to an image forming device using consumables, 
and further include agent units "10" which monitor the printer's operation. The agent 
unit accesses and monitors the operating conditions and status of the consumables 
9see col. 19, lines 21-35), communicates a request and a message externally to unit 
"20", which receives the message. Unit 20 corresponds a unit of marketing system as 
it organizes delivery schedules of consumables (see at least col. 19, lines 36-42). Note: 
A request is an act of asking or sending a message for something to be done or given. 
The status information sent by agent unit 10 includes message about the abnormal 
state of the machine (see at least coL5, lines 32-50) which requires maintenance 
ending up in providing services and dispatching maintenance personnel. Sekizawa 
teaches that the integrated monitor unit "20" installed in an agency selling printers 
(col. 19, lines 6-14) communicates to the printer user a warning message about the 
abnormal state of the printer (see at least col.5, lines 32-50). 
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Regarding claims 10 and 18, Sekizawa discloses that in the method of claim 9 
the accessing comprises accessing the condition from the consumable (see col. 19, 
lines 21-35). Sekizawa discloses accessing a condition associated with an operation of 
the image forming device from the consumable , see at least col. 9, lines 12-40, " The 
integrated monitor unit thus configured periodically gets and retains the status information containing 
remaining amount information of a consumable article of the machine to be monitored such as a printer 
(for example, ink, toner, or an ink ribbon) and predicts the statistics of the remaining amount of the 

consumable article based on a plurality of pieces of the retained status information ", 

and col. 16, line 64-col.17, line 9, which discloses receiving status information via a 
computer of a printing machine as regards to a balance amount of different 
consumables, such as ink, toner, ink-ribbon left in the machine. Accessing condition of 
different variables, that is status information separately from different consumables, 
such as ink, toner, ink-ribbon corresponds to accessing a condition associated with an 
operation of the image forming device from the consumable. 

Regarding claims 1 1 and 19, Sekizawa discloses that the accessing comprises 
accessing the condition related to a status of the consumable and the monitoring 
comprises monitoring the status of the consumable (see col. 19, lines 21-35, Note: 
Sekizawa discloses accessing the condition related to consumables, such as, toner 
and ink and then monitoring the quantity of toner or ink.). Also refer to at least col. 9, 
lines 1 2-40, " The integrated monitor unit thus configured periodically gets and retains the status 
information containing remaining amount information of a consumable article of the machine to be 
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monitored such as a printer (for example, ink, toner, or an ink ribbon) and predicts the statistics of the 
remaining amount of the consumable article based on a plurality of pieces of the retained status 

information ",and col. 16, line 64-col.17, line 9 which disclose monitoring 

and accessing the condition related to the balance amount of different consumables. 

Regarding claims 12 and 20, Sekizawa discloses that the accessing comprises 
condition not related to a status of the consumable (see at least col.5, lines 32-49 
which is related to accessing an abnormal state of machine, that is a mechanical failure 
requiring maintenance which needs dispatching maintenance personnel to fix the 
repairs). 

Regarding claims 13 and 21, Sekizawa discloses that the accessing comprises 
accessing the condition related to a life span of the image forming device and the 
monitoring comprises monitoring the life span of the image forming device (see at least 
col.1, lines 5-18 and col.2, lines 43-49 which suggest monitoring and accessing the 
operating conditions of the printers for the life span of the installed machines and 
managed by an agency who has sold these printers (see col. 19, lines 6-14). 

Regarding claims 14 and 22, Sekizawa discloses that the accessing comprises 
accessing the condition related to a status of another consumable not having the 
condition, and the monitoring comprises monitoring the status of the another 
consumable (see col. 19, lines 19-35 which teaches monitoring a plurality of 
consumables) and col. 9, lines 12-40, " The integrated monitor unit thus configured periodically 
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gets and retains the status information containing remaining amount information of a consumable article 
of the machine to be monitored such as a printer (for example, ink, toner, or an ink ribbon) and 
predicts the statistics of the remaining amount of the consumable article based on a plurality of pieces of 
the retained status information " . 

Regarding claims 15, Sekizawa that the accessing comprises accessing a 
plurality of conditions related to statuses of a plurality of consumables used 
by the image forming device to form the hard image, and the monitoring 
comprises monitoring the statuses of the consumables (see col. 19, lines 19-35 which 
teaches monitoring a plurality of consumables) and col. 9, lines 12-40, " The integrated 
monitor unit thus configured periodically gets and retains the status infomiation containing remaining 
amount information of a consumable article of the machine to be monitored such as a printer (for 
example, ink, toner, or an ink ribbon) and predicts the statistics of the remaining amount of the 
consumable article based on a plurality of pieces of the retained status information 

Regarding claims 16 and 23, Sekizawa discloses that the communicating the 
request comprises communicating the request including an identifier of the image 
forming device (see at least Fig. 17 and col. 20-line 55-col.21, line 20 which discloses 
when sending requests/messages include identifiers, such as the printer's name, serial 
number and IP address), and further comprising selecting the message from a plurality 
of other messages using the identifier, and wherein the communicating the message 
comprises communicating the message after the selecting (see col. 19, lines 15-35 
which teaches console unit 20 receiving a plurality of messages from a number of 
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printers and as analyzed above each message from a particular printer includes the 
identification details which will be required to enable the console unit 20 to select 
messages when sending consumables for replenishment or deputing maintenance 
personnel to fix mechanical repairs to a particular machine). Note: Status information 
01 , which includes the request message as analyzed above, does include the printer 
registration log file and further see at least col.35, lines 16-27 which teaches selecting 
an unread message from a plurality of messages based upon the identity of the printer. 

Regarding claims 24 and 29, Sekizawa discloses monitoring the operation of the 
image forming device with respect to the condition, see col. 5, lines 32-50, which 
disclose the monitoring the operation of the printer for an extended period of time with 
respect to particular condition, that is if it is a paper jam and is corrected subsequently 
but if it is an abnormal condition, such as mechanical failure which is not corrected then 
alerts the user of the printer and dispatches maintenance personnel. 

Regarding claim 28, Sekizawa suggest that communicating the message 
comprises displaying the message using a display of the image forming device, see at 
least col. 20, lines 36-46 which disclose that the status information to be sent to 
integrated monitor, " 20", can be displayed on the screen of local agent "10", wherein 
the local agent "10" is part of the image forming device, that is printer. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6.1. Claims 25-26, and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Sekizawa in view of Hayward et al. (US Patent 6,798,997) hereinafter referred to 

Hayward. 

Regarding claims 25 and 30, Sekizawa discloses all the limitations of claims 24 
and 29, as analyzed above, but does not explicitly teach communicating the request 
message in response to monitoring detecting the operation of the image forming device 
triggering the condition. Hayward, in the same field of endeavor, teaches 
communicating the request message in response to monitoring detecting the operation 
of the image forming device triggering the condition , see at least col.2, lines 5-63, 
which teach that if a consumable reaches a threshold status which requires action to 
replace that is detecting a threshold condition which triggers of a request for purchase 
or replenishment of that item in time. In view of Hayward, it would have been obvious to 
one of an ordinary skill in the art at the time of the applicant's invention to have modified 
Sekizawa to incorporate the feature of sending a request message in response to 
triggering of a condition of the printer because rather then to wait and read the mails 
about the status of a condition an automatic communication to the resource for 
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replenishment of a replacement part or consumable item or to send maintenance 
personnel for an abnormal failure would result in reducing the downtime of the printer. 

Regarding claim 26, Sekizawa discloses all the limitations of claim 9, as analyzed 
above but does not explicitly teach communicating comprises marketing information 
regarding purchase of an item associated with the formation of hard images. Hayward, 
in the same field of endeavor, teaches that comprises marketing information regarding 
purchase of an item associated with the formation of hard images, see at least col. 2, 
lines 5-63, which teach that if a consumable reaches a threshold status which requires 
action to replace that is detecting a threshold condition which triggers of a request for 
purchase or replenishment of that item in time. In view of Hayward, it would have been 
obvious to one of an ordinary skill in the art at the time of the applicant's invention to 
have modified Sekizawa to incorporate the feature that communicating comprises 
marketing information regarding purchase of an item associated with the formation of 
hard images because rather then to wait and read the mails about the status of a 
condition an automatic communication to the resource for purchase of a part or 
consumable item would result in reducing the downtime of the printer. 

6.2. Claim 27 is rejected under 35 U.S.C. 103(a) as being obvious over Sekizawa in 
view of Official Notice. 

Regarding claim 27, Sekizawa discloses all the limitations of claim 9, as analyzed 
above but does not explicitly teach that communicating the message comprises printing 
the message upon paper. The examiner takes Official Notice of the well-known fact of 
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printing electronic messages on paper, that is the fact of printing e-mails or other 
electronic messages on paper is well-known so that the stored message on paper can 
be stored at convenience and read or referred to later. In view of the Official Notice, it 
would have been obvious to one of an ordinary skill in the art at the time of the 
applicant's invention to incorporate the feature of printing the message upon a paper for 
the obvious well-known reason of storing message on paper and then referring to it or 
reading it at a later time as per the user's convenience. 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

(i) US Patent 6,802,659 to Cremon et al. teaches use of RFID tags, locating 
RFID in a printer's accessory with programmable/usage/media-configuration data and 
using circuitry to read or write to the reconfiguration data on the RFID tag (see at least 
col. 3, lines 36-51). 

(ii) US Patent 6,039,430 to Helterline et al. discloses a method and 
apparatus for several embodiments: In one preferred embodiment the replaceable printing 
component contains marketing related information that is stored by the control portion. In yet 
another preferred embodiment the replaceable printing component contains maintenance-related 
information that is stored by the control portion. Another aspect of the present invention is a method for 
collecting data from an ink jet printing system. The method includes transferring information 

from the printing system to a memory portion associated with a replaceable printing component. Also 
included is the step of removing the replaceable printing component from the printing system and 
reading information in the memory portion transferred from the printing system. u (see col.2, lines 1 - 
20). 



8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yogesh C. Garg whose telephone number is 571-272- 
6756. The examiner can normally be reached on M-F(8:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Yogesh C Garg 
Primary Examiner 
Art Unit 3625 

YCG 

August 15, 2005 




